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furnished 
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The figure of the drawings to be published with the abstract is Figure No. 

| | as suggested by the applicant. [X| Non of the figures. 
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| | because this figure better characterizes the invention. 
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citations and explanations suporting such statement 


VI 




Certain documents cited 


VII 


□ 


Certain defects in the international application 


VIII 


□ 


Certain observations on the international application 



Date of submission of the demand 
18/06/1999 


Date of completion of this report 
21.02.2000 


Name and mailing address of the international 
preliminary examining authority: 

^ European Patent Office 
/fiSl D-80298 Munich 

Z*y' Tel. +49 89 2399 - 0 Tx: 523656 epmu d 
Fax: +49 89 2399 - 4465 


Authorized officer ^^£55*^. 
Goetz,G \\ c3/ ; // 

Telephone No. +49 89 2399 81 05 
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EXAMINATION REPORT 



International application No. PCT/I B98/02 1 54 



I. Basis of th r port 

i . This report has been drawn on the basis of (substitute sheets which have been furnished to the receiving Office in 
response to an invitation under Article 14 are referred to in this report as "originally filed" and are not annexed to 
the report since they do not contain amendments.): 

Description, pages: 

1 -34 as originally filed 

Claims, No.: 

1-19 as originally filed 



2. The amendments have resulted in the cancellation of: 

□ the description, pages: 

□ the claims, Nos.: 

□ the drawings, sheets: 

3. □ This report has been established as if (some of) the amendments had not been made, since they have been 

considered to go beyond the disclosure as filed (Rule 70.2(c)): 

4. Additional observations, if necessary: 

III. Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 

The questions whether the claimed invention appears to be novel, to involve an inventive step (to be non-obvious), 
or to be industrially applicable have not been examined in respect of: 

□ the entire international application. 
IS claims Nos. 7-14. 

because: 

H the said international application, or the said claims Nos. 7-14 relate to the following subject matter which 
does not require an international preliminary examination (specify): 
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□ the description, claims or drawings (indicate particular elements beloW) or said claims Nos. are so unclear 
that no meaningful opinion could be formed (specify): 



□ the claims, or said claims Nos. are so inadequately supported by the description that no meaningful opinion 
could be formed. 

□ no international search report has been established for the said claims Nos. . 



V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial 
applicability; citations and explanations supporting such statement 

1. Statement 

Novelty (N) Yes: Claims 1-3,5-19 

No: Claims 4 

Inventive step (IS) Yes: Claims 1-19 

No: Claims 

Industrial applicability (IA) Yes: Claims 1-6,15-19 

No: Claims 



2. Citations and explanations 
see separate sheet 

VI. Certain documents cited 

1 . Certain published documents (Rule 70.10) 
and / or 

2. Non-written disclosures (Rule 70.9) 
see separate sheet 
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Re Item III 

Non-establishment of opinion with regard to novelty, inventive step and industrial 
applicability 

1 . Claims 7-1 4 relate to subject-matter considered by this Authority to be covered by 
the provisions of Rule 67.1 (iv) PCT. Consequently, no opinion will be formulated 
with respect to the industrial applicability of the subject-matter of these claims 
(Article 34(4)(a)(i) PCT). 

For the assessment of the present claims 7-14 on the question whether they are 
industrially applicable, no unified criteria exist in the PCT. The patentability can 
also be dependent upon the formulation of the claims. The EPO, for example, 
does not recognize as industrially applicable the subject-matter of claims to the 
use of a compound in medical treatment, but may allow, however, claims to a 
known compound for first use in medical treatment and the use of such a 
compound for the manufacture of a medicament for a new medical treatment. 

Re Item V 

Reasoned statement under Rule 66.2(a)(ii) with regard to novelty, inventive step or 
industrial applicability; citations and explanations supporting such statement 

D1: Chem. Abs. 119: 240883 (06-12-1993), 
D2: Chem. Abs. 108: 150945 (25-04-1988), 

The documents D1 (RN: 151 262-57-6) and D2 (RN:1 13737-61-4) disclose 
compounds falling within the scope of formula 8 of claim 4 

D3: EP-A-0780386 

The following statement is made with the proviso that the compounds of D1 and 
D2 are disclaimed from the subject matter of claim 4. 

The claimed compounds differ from the prior art compounds as disclosed in D3 in 
that the carbon atom in alpha-position to the hydroxamic group must be 
substituted with either a hydroxy- or amino-group or a fluorine atom and 
simultaneously in beta-position must be a CH 2 -group. 
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Such a selection of substituents is not disclosed in the prior art. 
Present claims 1 to 3,5,6 (active compounds), 4 (intermediate), 7-19 (pharm. 
composition, first and second medical use) relate thus to novel subject matter 
(Article 33.2 PCT). 

These structural features and from the prior art deliminating features are not 
rendered obvious from the available prior art. In particular it was not obvious that 
the resulting compounds have an inhibitory activity to matrix metalloproteinases. 
Claims 1-19 are thus considered to meet the inventive step requirement (Article 
33.3 PCT). 

3. The industrial applicability is acknowledged for all examined claims (Article 33.4 
PCT). 



Re Item VI 



Certain published documents (Rule 70.10) 

Application No Publication date Filing date Priority date (valid claim) 

Patent No (day/monWyear) (day/month/year) (day/montWyear) 

WO-A-98/39326 1 1 .09.98 04.03.98 04.03.97 



This document discloses atpha-hydroxy-beta-sulfonyl-hydroxamic acids which are 
novelty-destroying for those compounds of the present application where Y is 
hydroxy. 
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According to International Patent Classification (IPC) or to both national classification and IPC 



B. FIELDS SEARCHED 



Minimum documentation searched (classification system followed by classification symbols) 

IPC 6 C07C 



Documentation searched other than minimum documentation to the extent that such documents are included in the fields searched 



Electronic data base consulted during the international search (name of data base and, where practical, search terms used) 



C. DOCUMENTS CONSIDERED TO BE RELEVANT 



Category ° 


Citation of document with indication, where appropriate, of the relevant passages 
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"E" earlier document but published on or after the international 

filing date 

"L" document which may throw doubts on priority claim(s) or 
which is ctted to establish the publication date of another 
citation or other special reason (as specified) 

"O" document referring to an oral disclosure, use, exhibition or 
other means 

"P" document published prior to the international tiling date but 
later than the priority date claimed 


T" later document published after the international filing date 
or priority date and not in conflict with the application but 
cited to understand the principle or theory underlying the 
invention 

'X" document of particular relevance: the claimed invention 
cannot be considered novel or cannot be considered to 
involve an inventive step when the document is taken atone 
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cannot be considered to involve an inventive step when the 
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INTERNATIONAL PRELIMINARY EXAMINATION REPORT 

(PCT Article 36 and Rule 70) 



Applicant's or agent's file reference 
076904200XWO 


See Notification of Transmittal of International 
FOR FURTHER ACTION Preliminary Examination Report (Form PCT/IPEA/416) 


International application No. 
PCT/IB98/02154 


International filing date (day/month/year) 
18/11/1998 


Priority date (day/month/year) 
21/11/1997 


International Patent Classification (IPC) or national classification and IPC 
C07C317/44 


Applicant 

PHARMACIA & UPJOHN COMPANY et al. 



1 . This international preliminary examination report has been prepared by this International Preliminary Examining Authority 
and is transmitted to the applicant according to Article 36. 

2. This REPORT consists of a total of 5 sheets, including this cover sheet. 

□ This report is also accompanied by ANNEXES, i.e. sheets of the description, claims and/or drawings which have 
been amended and are the basis for this report and/or sheets containing rectifications made before this Authority 
(see Rule 70.16 and Section 607 of the Administrative Instructions under the PCT). 

These annexes consist of a total of sheets. 



3. This report contains indications relating to the following items: 



I 


IS 


II 
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III 




IV 


□ 


V 




VI 




VII 


□ 


VIII 


□ 



Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial applicability; 
citations and explanations suporting such statement 

Certain documents cited 



Date of submission of the demand 
18/06/1999 


Date of completion of this report 
21.02.2000 


Name and mailing address of the international 
preliminary examining authority: 

^ European Patent Office 
D-80298 Munich 

Tel. +49 89 2399 - 0 Tx: 523656 epmu d 
Fax: -49 S9 2399 - 4455 


Authorized officer 

Goetz,G C_JO 

Telephone No. +49 £9 2399 S105 
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INTERNATIONAL PRELIMINARY 
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I. Basis of th report 

1 . This report has been drawn on the basis of (substitute sheets which have been furnished to the receiving Office in 
response to an invitation under Article 14 are referred to in this report as "originally filed" and are not annexed to 
the report since they do not contain amendments.): 

Description, pages: 

1 -34 as originally filed 

Claims, No.: 

1-19 as originally filed 



2. The amendments have resulted in the cancellation of: 

□ the description, pages: 

□ the claims, Nos.: 

□ the drawings, sheets: 

3. □ This report has been established as if (some of) the amendments had not been made, since they have been 

considered to go beyond the disclosure as filed (Rule 70.2(c)): 



4. Additional observations, if necessary: 



III. Non-establishment of opinion with regard to novelty, inventive step and industrial applicability 

The questions whether the claimed invention appears to be novel, to involve an inventive step (to be non-obvious), 
or to be industrially applicable have not been examined in respect of: 

□ the entire international application, 
claims Nos. 7-14. 



because: 



the said international application, or the said claims Nos. 7-14 relate to the following subject matter which 
does not require an international preliminary examination (specify): 
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□ the description, claims or drawings (indicate particular eiements beloW) or said claims Nos. are so unclear 
that no meaningful opinion could be formed (specif^. 

□ the claims, or said claims Nos. are so inadequately supported by the description that no meaningful opinion 
could be formed. 

□ no international search report has been established for the said claims Nos. . 

V. Reasoned statement under Article 35(2) with regard to novelty, inventive step or industrial 
applicability; citations and explanations supporting such statement 

1. Statement 



Novelty (N) 


Yes: 


Claims 


1-3,5-19 




No: 


Claims 


4 


Inventive step (IS) 


Yes: 


Claims 


1-19 




No: 


Claims 




Industrial applicability (IA) 


Yes: 


Claims 


1-6,15-19 




No: 


Claims 





2. Citations and explanations 
see separate sheet 

VI. Certain documents cited 

1 . Certain published documents (Rule 70.10) 
and / or 

2. Non-written disclosures (Rule 70.9) 
see separate sheet 
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Re Item III 

Non-establishment of opinion with regard to novelty, inventive step and industrial 
applicability 

1. Claims 7-14 relate to subject-matter considered by this Authority to be covered by 
the provisions of Rule 67.1 (iv) PCT. Consequently, no opinion will be formulated 
with respect to the industrial applicability of the subject-matter of these claims 
(Article 34(4)(a)(i) PCT). 

For the assessment of the present claims 7-14 on the question whether they are 
industrially applicable, no unified criteria exist in the PCT. The patentability can 
also be dependent upon the formulation of the claims. The EPO, for example, 
does not recognize as industrially applicable the subject-matter of claims to the 
use of a compound in medical treatment, but may allow, however, claims to a 
known compound for first use in medical treatment and the use of such a 
compound for the manufacture of a medicament for a new medical treatment. 

Re Item V 

Reasoned statement under Rule 66.2(a)(ii) with regard to novelty, inventive step or 
industrial applicability; citations and explanations supporting such statement 

D1: Chem. Abs. 119: 240883 (06-12-1993), 
D2: Chem. Abs. 108: 150945 (25-04-1988), 

The documents D1 (RN:151262-57-6) and D2 (RN:1 13737-61-4) disclose 
compounds falling within the scope of formula 8 of claim 4 



The following statement is made with the proviso that the compounds of D1 and 
D2 are disclaimed from the subject matter of claim 4. 

The claimed compounds differ from the prior art compounds as disclosed in D3 in 
that the carbon atom in alpha-position to the hydroxamic group must be 
substituted with eitherj^Jiydroxy- o r amino-qroup or a fluo rine_atom and 
simultaneously in beta-position must be a CH 2 -group. V 



D3: EP-A-0780386 
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Such a selection of substituents is not disclosed in the prior art. 
Present claims 1 to 3,5,6 (active compounds), 4 (intermediate), 7-19 (pharm. 
composition, first and second medical use) relate thus to novel subject matter 
(Article 33.2 PCT). 

These structural features and from the prior art deliminating features are not 
rendered obvious from the available prior art. In particular it was not obvious that 
the resulting compounds have an inhibitory activity to matrix metalloproteinases. 
Claims 1-19 are thus considered to meet the inventive step requirement (Article 
33.3 PCT). 

3. The industrial applicability is acknowledged for all examined claims (Article 33.4 
PCT). 

Re Item VI 

Certain published documents (Rule 70.10) 

Application No Publication date Filing date Priority date (valid claim) 

Patent No (day/month/year) (day/month/year) (day/month/year) 

WO-A-98/39326 1 1 .09.98 04.03.98 04.03.97 

This document discloses alpha-hydroxy-beta-sulfonyl-hydroxamic acids which are 
novelty-destroying for those compounds of the present application where Y is 
hydroxy. 
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